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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claim1-3, 5-7 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
PG-Pub 2001/0007338 to Popp. 

In reclaims 1 and 5, Popp discloses a fluid injector comprising: 

- an Actuator Unit (Piston (44)) 

- A Cartridge (nose piece (38)) which comprises a recess (outlet orifice (70) and 
channel through injector), which on one of its open ends forms an injection 
nozzle (closure member (74)) and takes in a needle, 

- Wherein the needle comprises a first and second part (valve (46) and valve guide 
(60) respectively) with the first part being inserted into the recess and closing or 
opening the injection nozzle depending on the position of the first part, wherein the 
second part is coupled to the actuator unit on one of its free ends (coupled 
together by cartridge (34)), and being coupled to the first part via a coupling unit 
(valve body (48) & threads) which is arranged in positive connection to the first 
part (In positive connection at valve seat (68) when in closed position), and is 
joined to the second part (by screw thread). 



Application/Control Number: 10/598,351 Page 3 

Art Unit: 3752 

In re claims 2 and 6, Popp discloses the invention as described above including the coupling 
unit forms a spring rest (Spring rests on lower narrow wall of Valve Body (48)) on which a 
return spring (Spring (66)) rests, that urges the needle in a position in which the injection 
nozzle is closed. 

In re claims 3 and 7, Popp discloses the invention as described above including a receptance 
(notch where keeper (78) fits into valve (46)), which is formed in the first part and fixes a 
keeper (keeper (78)) in axial direction relative to the needle, and a coupling body (valve body 
(48)) which has a recess (space in between walls), through which the first part protrudes and 
which takes in the keeper and fixes it in the radial direction relative to the needle and with the 
coupling body being joined to the second part (by threaded connection). 

In re claim 9, Popp discloses a fluid injector comprising: 

- An actuator unit (Piston (44)) 

- A cartridge (nose piece (38)) which comprises a recess (outlet orifice (70) and 
channel through injector), which on one of it's ends forms an injection nozzle 
(closure member (74)) 

A Needle comprising a first and second part (valve (46) and valve guide (60) 
respectively) with the first part being inserted into the recess and closing or opening 
the injection nozzle depending on the position of the first part, wherein the second 
part is coupled to the actuator unit (coupled together by cartridge (34)) on one of 
its free ends and being coupled to the first part via a coupling unit (valve body (48) 
& threads), which is arranged in positive connection to the first part (when valve 
is closed) and is joined to the second part (by screw threads), where in the 
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coupling unit forms a spring rest (Spring rests on lower narrow portion of valve 
body (48)), on which a return spring (Spring (66)) rests, that urges the needle in a 
position in which the injection nozzle is closed, and 
- A receptance (notch where keeper (78) fits into valve (46)), which is formed in the 
first part and fixes a keeper (Keeper (78)) in axial direction relative to the needle, 
and a coupling body (valve body (48)), which has a recess (space between 
walls) through which the first part protrudes and which takes in the keeper and fixes 
it in the radial direction relative to the needle and with the coupling body being 
joined to the second part (by threaded connection). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a).\ 

6. Claims 4, 8, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. PG-Pub 2001/0007338 to Popp in view of U.S. PG-Pub 2002/0043575 to Sekine et al. 

Popp discloses the invention as described above but discloses the coupling unit being joined to 
the second part by a threaded connection as opposed to welding. Sekine et al. teaches that it is 
known to use welding to connect to components together in a fuel injection apparatus. It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
weld the coupling unit to the second part as taught by Sekine et al. since Sekine et al. teaches 
that welding is a suitable way of joining two components together in a fuel injection apparatus 
for a permanent joining. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. U.S. Patent #5,178,362 to Vogt et al discloses a fluid injector with similar structure. 
U.S. Patent #5,241,935 to Beck et al. discloses a fluid injector with similar structure and 
components. U.S. PG-Pub 2001/0002681 to Willke et al. discloses a fluid injection valve with 
similar structure and components. U.S. PG-Pub 2004/0046138 to Stein et al. discloses a fluid 
injection with similar structure. U.S. Patent #6,561,436 to Boecking discloses a fluid injection 
valve with similar structure and components. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to JUSTIN JONAITIS whose telephone number is (571)270-5150. The 
examiner can normally be reached on Monday - Thurs 6:30am - 5:00 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Len Tran can be reached on (571)272-1184. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/JUSTIN JONAITIS/ 
Examiner, Art Unit 3752 
/Len Tran/ 

Supervisory Patent Examiner, Art Unit 3752 



